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The Basic Property for Calculating Residuary Distribution, Included Gift Property,
Civil Code Article 1114, Civil Code Article 1118, Article 1008 of the Civil Act:

Inheritance of special beneficiaries, contribution
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E. DISPOSAL AND POSTSCRIPT

5

. For all these reasons, the grounds of appeal fail and Dr Thaler's appeal must be dismissed. | will leave it to the parties to frame the appropriate
order.

5

N

There are two points that | should make by way of postscript:

(1) I have reached my conclusions essentially by reference to the Patents Act 1977, and the law relating to that Act, with a minor detour into
copyright. Both sides put before me legal materials ranging well beyond the Patents Act 1977. | have considered that material, but it did not
assist me, both because (as it seems to me) the provisions of the Patents Act 1977 are extremely clear and because nothing particularly clear-cut
in terms of analogy could be derived from these other areas of law.

(2) As | have noted, the question of whether the owner/controller of an artificially intelligent machine that "invents" something can be said, him-
or herself, to be the inventor was not a matter that was argued before me. Dr Thaler expressly declined to advance that submission not merely
because he considered it bad in law, but more importantly because (in moral terms) he considered that he would illegitimately be taking credit
for an invention that was not his. Clearly, what arguments are or are not framed in relation to patent applications are matters for the applicant.
However, | would wish to make clear that | in no way regard the argument that the owner/controller of an artificially intelligent machine is the
"actual deviser of the invention" as an improper one. Whether the argument succeeds or not is a different question and not one for this appeal:
but it would be wrong to regard this judgment as discouraging an applicant from at least advancing the contention, if so advised.

[B= DSHH T2 UE & 2 2= 2]

3) U.S. Supreme Court, Stephen Thaler v. Katherine K. Vidal, Under Secretary of Commerce for
Intellectual Property and Director of the United States Patent and Trademark Office; United States
Patent and Trademark Office

4) [2020] WLR(D) 526, [2020] EWHC 2412 (Pat), [2020] Bus LR 2146, [2020] RPC 20
5) [2021] EWCA Civ 1374, [2022] Bus LR 375, [2021] RPC 19
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114. The applications are part of a project involving parallel applications to patent offices around the world in which Dr Thaler and his collaborators,
including Robert Jehan of Williams Powell and Professor Ryan Abbott of the University of Surrey (author of The Reasonable Robot: Artificial
Intelligence and the Law, Cambridge University Press, 2020), who represent him in these proceedings, seek to establish that artificial intelligence
systems can make inventions and that the owners of such systems can obtain patents in respect of those inventions: see
www.artificialinventor.com. It is therefore a test case. Although similar test cases are pending in other jurisdictions, we must apply the law of the
United Kingdom. Furthermore, at the risk of stating the obvious, we must apply the law as it presently stands: this is not an occasion for
debating what the law ought to be.

115. Three issues arise on this appeal. First, does DABUS qualify as an "inventor" within the meaning of the Patents Act 1977 given that it is accepted
by Dr Thaler that DABUS is not a person (whether natural or legal)? Secondly, is Dr Thaler entitled to apply for patents in respect of the
inventions given that they were made by DABUS? Thirdly, was the hearing officer correct to hold that, given the statements made by Dr Thaler
regarding inventorship and his derivation of title in the Form 7s he filed in respect of the applications, the applications are deemed to have been
withdrawn by virtue of section 13(2) of the 1977 Act?

Does DABUS qualify as an "inventor" within the meaning_of the Patents Act 19772

138. For the reasons given above, it is necessary to approach the application of section 13(2) of the 1977 Act to this case on the footing that: (i)
although Dr Thaler named DABUS in his Form 7s as the inventor of the inventions, DABUS is legally incapable of being an inventor under the
1977 Act; and (ii) although Dr Thaler contends that he is entitled to apply for patents in respect of the inventions as the owner of DABUS by
virtue of a rule of law, there is no such rule.
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[222] First, in my view the name of the inventor can be a non-human. The Commissioner is incorrect in saying that you cannot
have a non-human inventor.
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6) Thaler v Commissioner of Patents [2021] FCA 879
7) FEDERAL COURT OF AUSTRALIA, Commissioner of Patents v Thaler [2022] FCAFC 62
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112 In this regard. we respectfully disagree with the primary judge that one may construe each of ss 13(1)(a), (b). (c) and (d) as
alternatives to the effect that, by operation of (b) and (c), a person identified, such as Dr Thaler, may draw entitlement to the grant of a
patent from an inventor who 1s not the person identified in (a) (or indeed a natural person at all). To so find overlooks the scheme of
the Patents Act that we have described, and fails to give s 13(1) a natural reading_ It also overlooks the history of the development of
the law of patents to which one is directed by the term “invention™ in the chapeau to s 15(1), defined in the Patents Act by reference to

the Statute of Momnopolies.

113 In our view, the reasoning of the primary judge regarding how 1t may be that Dr Thaler, as a matter of law, owns the work
performed by DABUS, and that such ownership could entitle him to the grant of the application, does not arise, having regard to the
view that we have taken to the construction of s 15(1) and reg 3.2C(2)(aa). It is not to the point that Dr Thaler may have rights to the
output of DABUS. Only a natural person can be an inventor for the purposes of the Patents Act and Regulations. Such an inventor

must be identified for any person to be entitled to a grant of a patent under ss 15(1)(b)-(d).
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8) EPO refuses DABUS patent applications designating a machine inventor, https://www.epo.org/en/ne
ws—events/news/epo—refuses—dabus—patent—applications—designating—machine—inventor

9) Al cannot be named as inventor on patent applications, https://www.epo.org/en/news—events/news/
ai—cannot—be—named—inventor—patent—applications

10) Die DABUS-Entscheidung des Bundespatentgerichts fiir Deutschland liegt vor. Direkt nach der
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12) CIV-2022-485-118 [2023] NZHC 554
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